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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1, 3to 5 and 7. Cains 2, 6 and 8 were
canceled in the response filed August 21, 2000 (Paper No. 6).
The appeal with respect to clains 9 to 11 was withdrawn in the

reply brief (Paper No. 12, filed June 1, 2001).°

' Cdaim8 was directed to be canceled in the response
filed August 21, 2000. However, since the appellants also
anended claim8 in the response filed August 21, 2000, claim38
was not canceled. 1In view of the appellants' statenent in the
brief (p. 2) that claim8 should have been cancel ed, we view
claim8 as being cancel ed. W suggest that a fornmal anendnent
canceling clains 8 to 11 be submtted as soon as possi bl e.
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W REVERSE.
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BACKGROUND

The appellants' invention relates to a process for
controlling a roof of a vehicle, which is to be opened in a
power - oper at ed manner (specification, p. 1). A copy of the
cl aims under appeal is set forth in the appendix to the

appel l ants' bri ef.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Baratel li 3,577,164 May 4,
1971

Wei ssrich et al. 5,749, 617 May 12, 1998
(Wi ssrich)

Claims 1, 3 to 5 and 7 stand rejected under 35 U S.C. 8§

112, first paragraph.

Clains 1, 3to 5 and 7 stand rejected under 35 U S.C. §

101.

Clainms 1 and 3 stand rejected under 35 U.S.C. § 102(e) as

bei ng antici pated by Wi ssrich.
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Claim5 stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Wi ssri ch.

Claims 4 and 7 stand rejected under 35 U.S.C. § 103 as

bei ng unpatent abl e over Weissrich in view of Baratelli.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 7, mailed Septenber 5, 2000) and the answer (Paper No. 11
mai led April 2, 2001) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 10,
filed February 5, 2001) for the appellants' argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the

respective positions articulated by the appellants and the
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exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The rejection under 35 U.S.C. 8§ 112, first paragraph
W will not sustain the rejection of clains 1, 3 to 5 and

7 under 35 U.S.C. § 112, first paragraph.

The description requirement exists in the first paragraph
of 35 U S.C. 8 112 i ndependent of the enabl ement (how to nake
and how to use) requirenent.? The exam ner has asserted
(final rejection, pp. 2-3) that the clains under appeal fai
to meet both the description requirenment and the enabl enent

requirenent.

21t is well settled that the description and enabl enent
requi renents are separate and distinct fromone another and
have different tests. See In re Wlder, 736 F.2d 1516, 1520,
222 USPQ 369, 372 (Fed. Gir. 1984), cert. denied, 469 U. S
1209 (1985); In re Barker, 559 F.2d 588, 591, 194 USPQ 470,
472 (CCPA 1977); and In re Moore, 439 F.2d 1232, 1235-36, 169
USPQ 236, 239 (CCPA 1971).
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As to the rejection based on the description requirenent,?
t he exam ner has not set forth any expl anati on what soever for
this rejection. In that regard, the exam ner has not set
forth the clainmed subject matter which the exam ner believed
was not described in the specification in such a way as to
reasonably convey to one skilled in the relevant art that the
appellants, at the tine the application was filed, had
possession of the clainmed invention. Accordingly, we cannot
sustain the rejection of clains 1, 3 to 5 and 7 under 35
US C 8 112, first paragraph, based upon the description

requi renent.

3 The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
artisan that the inventor had possession at that tine of the
| ater clainmed subject matter, rather than the presence or
absence of literal support in the specification for the claim
| anguage. See Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555,
1563- 64, 19 USPQ2d 1111, 1116-17 (Fed. Cir. 1991) and In re
Kasl ow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr
1983) .
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As to the rejection based on the enabl enent requirenent,*
it is our view that the exam ner has not nmet the initial
burden to establish a reasonable basis to question the
enabl ement provided for the clained invention.® A disclosure
whi ch contains a teaching of the manner and process of nmaking
and using an invention in terns which correspond in scope to
t hose used in describing and defining the subject matter
sought to be patented nmust be taken as being in conpliance
with the enabl enent requirement of 35 U. S.C. § 112, first
par agr aph, unless there is a reason to doubt the objective
truth of the statenents contained therein which nust be relied

on for enabling support.?®

* The test for enablenent is whether one skilled in the
art could nake and use the clained invention fromthe
di scl osure coupled with information known in the art wthout
undue experinmentation. See United States v. Telectronics,
Inc., 857 F.2d 778, 785, 8 USP@d 1217, 1223 (Fed. Cir. 1988),
cert. denied, 109 S.Ct. 1954 (1989); In re Stephens, 529 F.2d
1343, 1345, 188 USPQ 659, 661 (CCPA 1976).

> See In re Wight, 999 F.2d 1557, 1561-62, 27 USPQd
1510, 1513 (Fed. G r. 1993) (exam ner must provide a
reasonabl e expl anation as to why the scope of protection
provided by a claimis not adequately enabled by the
di scl osure).

6 As stated by the court in In re Marzocchi, 439 F.2d 220,
223, 224, 169 USPQ 367, 370 (CCPA 1971)

(continued...)
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I n appl ying the above-noted test for enablenent, factors
whi ch nust be considered in determ ni ng whether a discl osure
woul d require undue experinentation include (1) the quantity
of experinentation necessary, (2) the anount of direction or
gui dance presented, (3) the presence or absence of working
exanples, (4) the nature of the invention, (5) the state of
the prior art, (6) the relative skill of those in the art,

(7) the predictability or unpredictability of the art, and

(8) the breadth of the clains. See In re Wands, 858 F.2d 731,

737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988) citing Ex parte
Forman, 230 USPQ 546, 547 (Bd. Pat. App. & Int. 1986).

Qur review of the record reveals that the exam ner has
not applied the above-noted factors to determ ne that undue

experinmentation would be required to practice the invention or

6(...continued)

it is incunmbent upon the Patent O fice, whenever a
rejection on this basis is nade, to explain why it doubts
the truth or accuracy of any statement in a supporting

di scl osure and to back up assertions of its own with
accept abl e evi dence or reasoning which is inconsistent
with the contested statenent. O herw se, there would be
no need for the applicant to go to the trouble and
expense of supporting his presunptively accurate

di scl osure.
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provi ded an explanation that clearly supports such a
determ nati on. Si nce the exam ner has not wei ghed the
factors, the exam ner's concl usion of nonenabl enent cannot be

sust ai ned.

Furthernore, it is our viewthat it would not require
undue experinmentation to practice the invention as set forth
in claiml under appeal. 1In that regard, froma review of the
prior art cited in the record of this application, we concl ude
that a person skilled in the art would know how to nmake and
use (1) a drive nechanismfor controlling novenent of a
vehicle roof that is to be noved by power in opening and
closing operating directions, (2) a sensor for determ ning
whet her the roof is fully open, and (3) a circuit whereby if
the roof is fully open, a closing operation of the roof is
triggered, and if the roof is not fully open, an opening
operation of the roof is triggered. Thus, we conclude that
one skilled in the art could make and use the clai ned

invention fromthe disclosure without undue experinentation.
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For the reasons set forth above, the decision of the
examner to reject clains 1, 3 to 5 and 7 under 35 U. S.C. §

112, first paragraph, is reversed.

The rejection under 35 U.S.C. § 101
W w il not sustain the rejection of clains 1, 3 to 5 and

7 under 35 U.S.C. § 101.

The exam ner has asserted (final rejection, pp. 3-4) that
the disclosed invention is inoperative and therefor | acks
utility. W do not agree for the reasons set forth above in
our discussion of the rejection under 35 U S.C. 8§ 112, first
par agr aph, based on the enabl enent requirenent. Suffice it to
say, it is our viewthat the clainmed invention is operative
and has utility. Accordingly, the decision of the exam ner to
reject claims 1, 3 to 5 and 7 under 35 U S.C. § 101 is

rever sed

The rejection under 35 U.S.C. § 102(e)
W will not sustain the rejection of clains 1 and 3 under

35 U.S.C. § 102(e).
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To support a rejection of a claimunder 35 U S.C 8§
102(e), it nust be shown that each elenment of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

Kinmberly-dark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).

Claim1l reads as foll ows:

Process for controlling novenment of a vehicle roof
that is to be noved by power in opening and cl osing
operating directions, conprising the steps of noving a
single triggering elenent, for both the opening and
cl osing operating directions, and selecting the opening
or closing directions with the single triggering el enent
as a function of a position of the roof, the operating
di rections being determ ned by sensi ng whet her the roof
is fully open, whereby; if the roof is fully open, a
cl osing operation of the roof is triggered, and if the
roof is not fully open, an opening operation of the roof
is triggered.

Wei ssrich discloses a notor vehicle roof which can be
opened by a notor through various interimstages by operation
of a rotary switch about which graphic synbols are arranged
whi ch indicate the respective opening stages. The control is

suited for triggering conplex, openable notor vehicle roofs
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with several roof conponents which can be activated partially
i ndependently of one another and which can be activated by
separate notors; the swtch, as it turns in different

peri pheral areas, triggering individual or multiple notors in
succession or at the sane tinme for starting predeterm ned

openi ng st ages.

Claim1l is not anticipated by Weissrich. In that regard,
Wei ssrich does not disclose the step of noving a single
triggering element, for both the opening and cl osi nhg operating
directions of a vehicle roof. Wissrich uses a rotary switch
21 with a single rotary knob and as the rotary knob is rotated
it activates different triggering elenents to open and cl ose
the vehicle roof, not a single triggering elenment, for both
t he opening and cl osing operating directions of a vehicle
roof . Furthernore, Wissrich does not disclose the step of
sensi ng whether the roof is fully open. In our view, this
step in not readable on a person | ooking at the roof and
noticing that the roof is fully open. Instead, this step
requires a sensing device determ ning whether the roof is

fully open. Additionally, Wissrich does not disclose the
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clainmed interaction between the clained single triggering

el enent and the sensing of whether the roof is fully open
(i.e., if the roof is sensed as fully open, a closing
operation of the roof is triggered by operation of the single
triggering elenent, and if the roof is sensed as not fully
open, an openi ng operation of the roof is triggered by

operation of the single triggering el enent).

For the reasons set forth above claim1 is not
antici pated by Weissrich. Accordingly, the decision of the
examner to reject claim1l and claim3 dependent thereon under
35 U S C

8§ 102(e) is reversed.

The rejections under 35 U.S.C. § 103

W will not sustain either the rejection of claimb5 under
35 U.S.C. §8 103 as bei ng unpatentable over Wi ssrich or the
rejection of clainms 4 and 7 under 35 U.S.C. § 103 as being
unpat ent abl e over Weissrich in view of Baratelli since the
l[imtations of parent claim1 not taught by Wissrich (see our

di scussi on above) have not been asserted by the exam ner to
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have been obvious at the tine the invention was made to a

person of ordinary skill in the art.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1, 3 to 5 and 7 under 35 U. S.C. § 112, first paragraph,
is reversed; the decision of the examner to reject clainms 1,
3to5 and 7 under 35 U.S.C. § 101 is reversed; the decision

of the examner to reject clains 1 and 3 under 35 U . S.C. 8§
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102(e) is reversed; and the decision of the exam ner to reject
claims 4, 5 and 7 under 35 U.S.C. § 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

| RWN CHARLES COHEN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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